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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on January 
24, 2005 has been entered. 

Claim 5 has been added. 
Claims 1-5 are pending. 

Response to Arguments 

2. Applicant's arguments filed January 24, 2005 have been fully considered but they 
are not persuasive. 

Applicant argues that the art rejection does not address limitations that should be 
read into the claims from the specification based on an invocation of 35 U.S.C. 1 12, 6th 
paragraph. However, Applicant specifically points out, "There is no mention of any kind 
of network transfer protocols or hypertext conventions of the WWW (see, e.g. 
specification page 11, second paragraph)." (Page 6 of Applicant's response) While the 
claims are read in light of the specification, not all limitations will be incorporated into the 
claims from the specification. Regarding means-plus-function language, only the 
structure needed to perform the recited functionality is read into the claims from the 



Application/Control Number: 09/71 1,511 Page 3 

Art Unit: 3623 

specification. In the instant case, a processor, storage device, and network (as taught 
by the Bush reference) are needed to perform the recited functionality. The specific 
network transfer protocols and hypertext conventions of the WWW are not structural 
limitations perse nor does the specification clarify that they are inherent to the structure 
corresponding to the recited means-plus-function language. Therefore, Applicant's 
arguments are moot because they are directed toward limitations not incorporated, 
either expressly or implicitly (under 112, 6th paragraph), in the claims. 

Furthermore, Applicant argues that the Examiner's line of reasoning is illogical 
because, based on this line of reasoning, " any algorithmic process or apparatus would 
become anticipated or obvious once any reference discloses a processor, storage 
device and network." (Page 6 of Applicant's response) Applicant adds, "In a means- 
plus-function claim in which the disclosed structure is a computer, or microprocessor, 
programmed to carry out an algorithm, the disclosed structure is not the general 
purpose computer, but rather the special purpose computer programmed to perform the 
disclosed algorithm." (Page 6 of Applicant's response) The Examiner never stated that 
any general purpose computer perse would read on the claimed invention. Instead, 
Bush discloses a processor, storage device, and network, which perform the 
functionality in claims 1 , 2, and 4; therefore, it is understood that Bush's processor, 
storage device, and network are all programmed to specifically perform these functions. 

Applicant continues to argue: 

The "means for communicating a digital 
advertisement" is clearly disclosed as being communicated 
by a merchant computer over a computer network, having 
advertisements stored in databases (see, e.g., specification 
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pages 10-11). In contrast, Bush discloses a transmission 
being made by a transmitting source using a video signal 
that includes characters generated from a video character 
generator 206 (col. 1, lines 56-67; col. 3, lines 1-7; col. 5, 
lines 50-59; col. 6, lines 25-34). Also, "the means for 
requesting, displaying and responding to digital 
advertisements" are supported in the specification, for 
example, on pages 11-13, and illustrate the use of links, and 
provides HTML forms for interacting with users. No such 
structure is taught or suggested in Bush" (Page 6 of 
Applicant's response) 



Again, Applicant desires that too many details be read from the specification into 
the claims. Applicant, for example, references various characteristics of the disclosed 
means for communicating, not all of which are limited to the structure of the means for 
communicating itself. In other words, the fact that a means for communicating a digital 
advertisement can communicate with a merchant over a computer network, having 
advertisements stored in databases does not necessarily mean that the structure of 
such means for communicating itself comprises the databases. Nor is it appropriate to 
read in the details of the entire network that, consequently, is external to the means for 
communicating into the claim. The layout of the network and the databases do not 
define the means for communicating perse and therefore are not read in as structural 
limitations attributed to said means for communicating under 35 U.S.C. § 1 12, 6 th 
paragraph. Similarly, "the use of links, and... HTML forms for interacting with users" 
does not define any structure perse that is disclosed in the specification as necessarily 
read into the recited "means for requesting, displaying and responding to digital 
advertisements." If Applicant desires that these features be read into the claims, then it 
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is respectfully suggested that Applicant amend the claims to expressly incorporate 
these limitations. 

In summary, the Examiner deems Applicant's arguments to be non-persuasive 
and the art rejection is maintained. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1, 2, 4, and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Bush (U.S. Patent No. 5,475,585). 

Bush discloses a network sales system comprising: 
[Claim 1] a plurality of buyer computers and at least one merchant computer 
interconnected by a communications network (col. 1 , lines 8-27, 56-59 -- Bush's 
invention is targeted to customers of cable TV, thereby implying that multiple cable 
customers may access Bush's service via cable transmission; Fig. 1 A), 

means at each merchant computer for maintaining and providing a database of 
digital advertisements (Fig. 1A; col. 3, lines 1-20; col. 5, lines 10-19) comprising: 
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means for storing said digital advertisements, each digital advertisement 
including a product abstract (Figs. 1 A-5, 8; col. 3, lines 52-54; col. 8, lines 3-8 The 
electronically communicated and displayed menu of various artists performing in a 
selected location is indicative of a database of digital advertisements with corresponding 
instructions that are programmed to cause the advertisements to be displayed. Also, a 
brief description, i.e., an abstract, of various products and services may be advertised to 
a customer), 

means for communicating a digital advertisement to a buyer computer over said 
network in response to a network request from said buyer computer (Figs. 1 A-5, 8; col. 
3, lines 1-20; col. 8, lines 3-8), 

means at each buyer computer for requesting, displaying, and responding to 
digital advertisements (Figs. 1A-5, 8; col. 3, lines 1-20; col. 8, lines 3-8) comprising: 

means responsive to a user inquiry for selecting a merchant computer and 
obtaining a digital advertisement for a product from said database of advertisements at 
said merchant computer (Figs. 1 A-5, 8; col. 3, lines 1-20; col. 4, line 67 through col. 5, 
line 23; col. 8, lines 3-8), 

display means for displaying said advertisement (col. 3, lines 1-20; col. 8, 

lines 3-16), 

purchase means responsive to a user request for communicating a 
purchase message to said merchant computer (Figs. 1 A-5, 8; col. 3, lines 50-54; col. 4, 
line 67 through col. 5, line 23; col. 8, lines 3-16), 
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account identification means to authorize said purchase message by 
sending messages into a financial system network (Fig. 1 A; col. 3, line 21 through col. 
4, line 10; col. 6, lines 46-48), 

means, at said merchant computer, comprising: 

authorization means to authorize said purchase message- by sending 
messages into a financial system network (Fig. 1A; col. 3, line 21 through col. 4, line 10; 
col. 4, line 67 through col. 5, line 23; col. 6, lines 46-48 - In one scenario, the merchant 
computer must submit transaction information to the financial system network in order to 
provide a cross-check before the financial transaction is verified, as explained in detail 
in col. 3, line 60 through col. 4, line 10), 

fulfillment means to send said product to user conditional on approval of 
said authorization means (Fig. 1A; col. 3, line 21 through col. 4, line 10; col. 6, lines 46- 
48; col. 8, lines 13-16, 30-42 -- Ordered tickets or software are delivered to the user 
after processing payment); 

[Claim 3] wherein said account identification means comprises: 

means for assembling a payment order (Fig. 1 A; col. 3, line 21 through col. 4, 

line 10; col. 6, lines 46-48), 

means for sending said payment order to a network payment system for 

authorization (Fig. 1 A; col. 3, line 21 through col. 4, line 10; col. 6, lines 46-48), 
and wherein said authorization means comprises: 
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means for verifying that said payment order has been previously 
authorized by said payment system (Fig. 1 A; col. 3, line 21 through col. 4, line 10; col. 6, 
lines 46-48). 

Bush discloses an electronic sales system comprising: 
[Claim 4] means for storing a database of digital advertisements, each digital 
advertisement for a product including a program (Figs. 1 A-5, 8; col. 3, lines 1-20; col. 8, 
lines 3-8 - The electronically communicated and displayed menu of various artists 
performing in a selected location is indicative of a database of digital advertisements 
with corresponding instructions that are programmed to cause the advertisements to be 
displayed), 

means for communicating a digital advertisement to a buyer computer (Figs. 1 A- 
5, 8; col. 3, lines 1-20; col. 8, lines 3-8), 

means at said buyer computer for displaying and responding to said digital 
advertisement (Figs. 1A-5, 8; col. 3, lines 1-20; col. 8, lines 3-8) comprising: 

display means for displaying said digital advertisement by executing a 
portion of said advertisement as a program and performing actions as specified by said 
program (col. 3, lines 1-10; col. 8, lines 3-16), 

purchase means responsive to a user request for communicating a 
purchase message to a merchant computer (Figs. 1 A-5, 8; col. 4, line 67 through col. 5, 
line 23; col. 8, lines 3-16), 

means, at said merchant computer, comprising: 
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fulfillment means to send said product to said user (col. 3, lines 52-54; col. 
8, lines 13-16, 30-42 -- Ordered tickets or software are delivered to the user after 
processing payment). 

[Claim 5] Claim 5 recites limitations already addressed by the rejection of claim 4 
above; therefore, the same rejection applies. Furthermore, it should be noted that 
Bush's "means for communicating a digital advertisement to a buyer computer" may be 
packet-switched means. See at least col. 5, lines 7-9; col. 6, lines 4-9; and col. 10, lines 
58-64 of Bush. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bush 
(U.S. Patent No. 5,475,585), as applied to claim 1 above. 

[Claim 2] Bush discloses an authorization means at the merchant computer (as 
discussed in the rejection of claim 1 above); however, Bush does not expressly teach 
the details of what occurs if it is determined that certain payment information is missing. 
Official Notice is taken that it is old and well-known in the art of financial transactions to 
request additional information if needed to complete a financial transaction. For 
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example, Bush specifically addresses credit card transactions and it is old and well- 
known to request additional credit card information when needed. This additional 
information may include a credit card holder's address, security code, name as exactly 
printed on the credit card, etc. The request for additional information during a credit 
card transaction provides added security for the transaction (e.g., verification that the 
card has not been stolen or is not being used by someone not in possession of the 
actual card). The limitations of claim 2 are merely directed toward the means for 
electronically performing such a request for missing information; therefore, the 
Examiner asserts that it would have been obvious to one of ordinary skill in the art at the 
time of Applicant's invention to adapt Bush's electronic credit card authorization means 
to incorporate means for communicating a missing payment information request 
message to said buyer computer to obtain missing payment information, means for 
receiving said missing payment information from said buyer computer, means for 
authorizing said purchase message by sending messages into a financial system 
network, wherein said account identification means at said buyer computer comprises 
means responsive to said missing payment information request message to query the 
user for additional payment information and means to send said additional payment 
information to said merchant computer in order to facilitate the quick and efficient 
retrieval of additional information needed to complete a credit card transaction, thereby 
providing added security for the transaction (e.g., verification that the card has not been 
stolen or is not being used by someone not in possession of the actual card). 
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Conclusion 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susanna M. Diaz whose telephone number is (703) 305- 
1337. The examiner can normally be reached on Monday-Friday, 9 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (703) 305-9643. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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SUSANNA M. DIAZ 
PRIMARY EXAMINER 



